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REMARKS 

Claims 10-21 remain, in this case and 10, 13, 16 and 21 are presented in amende*! form. 
IN THE CLAIMS j 

Claims 10-21 stand rejected under 35 U.S.C. §112, first paragraph, as failing to <jtamply 

with the written description requirement by containing subject matter which is not desci^bed in 

the specification (See \2 of the Final Office Action dated 8/1 1/04). Claims 10-20 standirejected 

under 35 U.S.C §112, second paragraph, as being indefinite (See %A of the Final OfficejAction 

dated 8/1 1/04). Applicant has made certain amendments to claims 10, 13, 16 and 21 in Wer to 

place all pending claims in this case in condition for allowance. Further, Applicant has provided 

argument below to support the case for allowance. Applicant respectfully requests that ill 

pending claims be allowed j 

i 

A. Rejection under 35 U.S.C. § 112, first paragraph, is unfounded and should ^e 
withdrawn 

i 
j 

Claims 10-21 stand rejected under 35 U,S,C. § 1 12, paragraph 1 as failing to comply with 

I 

the written description requirement. Applicant respectfully traverses the rejection in its:fentirety. 

A 

In particular, independent claims 10, 16 and 21 have been rejected based upon certain i 

amendments to the claims in the November 21, 2003 response. The previous response ajdded 

i i 

three particular claim limitations, stated in various ways in each independent claim, thatfthe Final 

i 

Office action rejects under 35 U.S.C, § 1 12, first paragraph. j 

In particular, claim 10 was amended to add three specific limitations that form tile basis 

i 

for the §1 12, first paragraph rejection. The first limitation recites "a stack of receiving folates 
unconnected to and unconnectable to any other structure." The second limitation reciter) a "stack 

of receiving plates . . . having only a plurality of apertures formed therein each sized to ieceive a 

i 

pipette tip therethrough." The third limitation recites a "transfer member configured to |iot be 

£ 
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connectable to any receiving plate of said stack of receiving plates." Applicants will adhress the 
§1 12, first paragraph rejection for each claim limitation in separately titled sections hereunder. 

Independent claims 10, 16 and 21 incorporate some or all of the three limitations listed 

j 

above, in some shape or form. Since independent claim 10 incorporates all three limitations, 
claim 10 will be addressed at the outset. The arguments provided for claim 10 will also Ripply to 

-e 

similar limitations contained within independent claims 16 and 21. Any differences will be 

"i 

'i 

addressed separately thereafter. ? 



1. The previous amendment to independent claim 10 adding a limitation to 
recite that the claimed stack of receiving plates has "only a phirality||of 
apertures formed therein each sized to receive a pipette tip therethrough" is 
not new matter. 

Applicant respectfully traverses the 35 U-S.C §112, paragraph 1 rejection of clsim 10 
based on the addition of new matter - i.e. the addition by amendment to claim 10 of the limitation 

e 

"having only a plurality of apertures formed therein each sized to receive a pipette tip j 

E 

therethrough." Notwithstanding the traverse by Applicant, Applicant amends claim iO jto 

r 

remove the claim limitation "having only" and replaced it with the limitation "consi$tii:|g of." 

i, 

The closed-ended transition term "consisting of conveys what the Applicant intended With the 

t 

amended phrase "having only " namely, that the receiving plates have a plurality of apc&tures 
formed therein each sized to receive a pipette tip therethrough, and no other structure! or 

i 

element formed therein. The original amendment was never intended to amend the ctams so 

■J 

that the receiving plates have only a plurality of apertures, i.e. the number of apertures formed on 

'j 

the receiving plate must only be a plurality (emphasis added in the Final Office action)] 
"(T|nformation contained in any one of the specification, claims or drawings of |be 

i 

application as filed may be added to any other part of the application without introducing new 
matter " See MPEP §2163.06, Because the specification and drawings of the application as filed 

.1- 
,\ 

i 
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i 
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9 

4 

support the amendment introducing the limitation "having only a plurality of apertures formed 
therein each sized to receive a pipette tip therethrough," Applicant asserts that no new matter was 
involved, and the rejection asserting the addition of new matter by amendment was groundless. 
Even though it is improper to read the "having only 5 ' limitation as requiring onlf a 

plurality of apertures in number, Applicant first directs attention to specific references ;jh the 

,\ 

originally filed specification supporting the limitation "having only a plurality of apertdres/' as 
that claim limitation is being interpreted in the Final Office action. At the outset, it should be 
noted that one of the important objects of the present application is to minimize the amount space 

needed to store pipettes. In the Brief Summary of the Invention, the Applicants recite tfiat "[t]he 

t 

present invention relates to a new and improved pipette tip packaging and transfer system which 
takes up a small amount of space so as to minimize the amount of packaging and materials 
produced. " See Application as filed, lines 20-23 . j 

;i 

During prosecution, the Office cannot interpret a claim limitation so as to render the 
system inoperable, If the claim interpretation offered in the Final Office action were adapted, 
and a stacking plate were to have anything less than a plurality of apertures for a plurality of 
pipette tips (i.e. one aperture for one pipette), the number of stacking plates required to practice 
Applicants' transfer system would be ridiculous. The amount of space required for stoiing the 

pipettes would not just double or triple, but increase exponentially. : 

i 

i 

Applicant directs attention to further discussions within the specification supporting a 
Stacking plate having nothing less than a plurality of apertures for pipettes. For exampl^, FIG. 1 
shows a receiving plate 20 having a plurality of openings 22. See Application as filed, f?IG. 1 . 
Consistent with FIG. 1, in the specification, the Applicant discusses that each receiving^late 20 
includes a rectangular array of ninety-six (96) openings 22 for receiving pipette tips 26,|which is 

r 

j 

\ 

-a - . . . 

tt 
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;f 

also illustrated in FIG. 2. See Application as filed, page 6, lines 13-15 and FIG. 2. Moreover, the 
Applicant also illustrates a holder tray 78 which is typically configured to hold 96 pipette tips. 
See Application as filed, lines 25-26. Throughout the specification, the Applicant refers to more 

:i- 
.i. 

than a single pipette tip contained within the receiving plate, necessitating the need for ;i plurality 
of apertures and no less. * 

In support of the § 1 12, paragraph 1 rejection, the Office Action refers to a portick of 
Applicants 8 specification where it is stated that "it is understood that receiving plate 20 ban 

c 

■ i> 

include any number of openings 22," One skilled in the art would recognize, based upon the 

\ 

foregoing discussion, that the recitation of "any number of openings 22" does not mean?ranything 

» 

less than a plurality. Such recognition would follow from, among other things, (i) the I 

■j 

Applicants' Brief Summary of the Invention (See Application as filed, page 3, lines 20-^4, lines 

k 

26-28); (ii) the detailed description of the preferred embodiment (See Application as filifcd, page 
6, lines 13-15, lines 16-17; page 8, lines 5-16; page 9, lines 24-26); (iii) the information], 
conveyed in FIGS. 1, 2, 4, 7 and 8; and (iv) the positive recitation in the originally filedfelaim 1 
of a stacking plate having nothing less than a plurality of apertures (See Application as Aled, 

independent claim I, "a receiving plate having a plurality of apertures sized for and havjng 

-\ 

pipettes positioned therethrough"), -J 

In summary, nowhere in the specification, claims or drawings as filed does Applicant 
suggest the possibility of having a stack of receiving plates with anything less than a plurality of 

i 

apertures. Rather, Applicant discloses a transfer system having only a plurality of apertares for 
receiving a plurality of pipette tips. This characterization of Applicants' disclosure is consistent 



with a primary objective of Applicants' transfer system, which is the reduction of spacejfor a 

I 

stack of receiving plates - i.e. receiving plates having more than a single aperture for a jingle 



12 l^nJ.\ $ < Hi 2 
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i 

pipette. Accordingly, the Applicants respectfully disagree with the contention that theaddition 

it 

of the limitation "only a plurality of apertures formed therein each sized to receive a pipette tip 

to 

therethrough" to claim 1 0 constitutes new matter. Applicant requests reconsideration «jf the 

\ 
i 

rejection- i 

Since the limitation "having only" is supported by the original specification, clijims and 
figures, amended claim 10 adding the limitation "consisting of 3 is supported as well, because 
claim 10 as amended is clearly supported by the specification, Applicant requests that |he 

rejection under 35 U-S.C. §112, paragraph 1 be withdrawn. ; 

| 

2. The previous amendment to independent claim 10 adding a limitation to 
recite that the claimed stack of receiving plates is " unconnected to send 
unconnectable to any other structure " is not new matter. ; 

Applicant respectfully traverses the 35 U.S.C. §112 rejection of claim 10 basecf on the 

"j, 

addition of new matter - i.e. the addition by amendment to claim 10 of the limitation "% stack of 

.( 

receiving plates unconnected to and unconnectable to any other structure" (emphasis abided to 
show the amended limitation). Notwithstanding the traverse by Applicant, Applicant jrmends 

claim 10 to remove the claim limitation "any other structure" and replaced it with the limitation 

I 

"a transfer member." The currently amended phrase "a stack of receiving plates uncollected to 

i 

and unconnectable to a transfer member" conveys what the Applicant intended with ttfe phrase 
"a stack of receiving plates unconnected to and unconnectable to any other structure," ihat is, 

that the receiving plates are not connected to and cannot be connected to any other structure, 

,< 

specifically, a transfer member that maintains pipette tips in a substantially vertical orientation 

with respect to a receiving plate. 5 

v 

Because the specification and drawings of the application as filed support the qriginal 

j 

amendment introducing the limitation "unconnected to and unconnectable to any otheij 

\ 

structure," Applicant asserts that no new matter was involved, and the rejection asserting the _ 

i 
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T 

i 

'i 

addition of new matter by amendment is groundless. The Applicant directs attention tfl specific 
references in the originally filed specification supporting the limitation "unconnected t# and 

; 
1 

unconnectable to any other structure " For example, the discussion of the method discloses that 
'the transfer member is urged onto the uppermost receiving plate 20 of stack 66 by aliening 
projections 34 and engaging the same in the top opening 26 of each pipette tip 24 contained in 

the uppermost receiving plate 20.*' See Application as filed, page 10, lines 5-8. Continuing with 

-i 

the discussion, "with receiving plate 20 and transfer member 30 firmly grasped by the jiser 

i 

between the thumb and forefinger. . See Application as filed, page 10, lines 1 1-12. finally, the 

\ 

discussion of the method concludes by reciting that "[t]he user then releases the sides <Jf 
receiving plate 20 and lifts transfer member 30 upwardly and away. . See Application as filed, 
lines 16-17. • 

Based upon the cited pages in the original specification, the receiving plate mu|t be 

unconnected to any other structure (e.g. the transfer member) for the described methoc^to 

I 

operate. The two elements are necessarily unconnected, because the receiving plate arid transfer 
member have to be firmly grasped between the thumb and the forefinger to lift the twos elements 

,! 
.« 

up and away from the stack of plates. Moreover, once the user releases his/her firm gi^sp on the 

i 

receiving plate, the transfer member can be lifted up and away because the projectionslof the 

! 

y 

transfer member are easily removed from the top openings of the pipettes in the apertures of the 

: i 
i 

receiving plate. If there was a connection between the receiving plate and any other structure, 

this operation would not be possible. i 

•t 
i 

The receiving plate is also unconnectable to any other structure, in addition to $eing 
unconnected to any other structure. The amended claim specifies receiving plates "consisting of 
a plurality of apertures formed therein each sized to receive a pipette tip therethrough. ^ The 
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! 

i' 

closed-ended transition term "consisting of means that the claim element covers only i) 

.? 

receiving plate having a plurality of apertures for receiving a plurality of pipette, and ni| more 

4 

and no less. Therefore, the receiving plate cannot have another element that would alk^v it to be 

i 

collectable to any other structure, particularly the transfer member. So, it is necessarily 

»■ 

unconnectable to any other structure. 4 

» 

The Applicant also directs attention to the fact that the transfer member and thejreceiving 

i, 
•«] 

plate are never connected to one another and are unconnectable to one another becauseahere is 

■r 

always an intervening element — i.e. the pipettes — between the transfer member and tie 

receiving plate. The transfer member has projections or bosses for engaging the openings in the 

*> 

■a 

tops of the pipette tips. However, the projections on the transfer member are designed jo snuggly 
fit and engage the top opening of each pipette tip without "connecting" to the pipette ti^. The 
pipettes are never connected to the transfer member. Similarly, the pipette's distill tip^are sized 

L 

to nestle into the apertures of the receiving plate, but are in no way "connected" to the apertures 
or the receiving plate itself, So, the pipette tips are neither connected to the receiving jljate nor 
the transfer member. Therefore, the pipette tips are not connected to the receiving plat?, the 

pipette tips are not connected to the transfer member, and there is no connection between the 

'! 

receiving plate and the transfer member using the pipette tips. 4 

J 

In support of the §1 12, paragraph 1 rejection, the Office Action refers to a portion of 
Applicants' specification where the plate is described as . . having a plurality of openings for 

receiving pipette tips in a substantially vertical alignment at a medial position thereof. |The 

I 

loaded receiving plates can be stacked one on top of another with the pipette tips contajined 
within a receiving plate contained within a first receiving plate being received in the trtp 
openings of the aligned pipette tips contained within the underlying receiving plate 



15 

PAGE 16/46 ' RCVD AT 2/1/2005 8:32:10 PM [Eastern Standard Time] 1 SVR:USPT0-EFXRF-1/2 1 DMS:8729306 * CSID:3O3866O20O 1 DURATION (mm-ss):13-36' 




02/01/2005 18:40 FAX 3038660200 Holme Roberts & Owen El 017 



stack . . " (See Applicants original application, page 3, line 27 - page 4, line 2). The eked 
passage actually supports the Applicants' position. There is nothing in the cited passag^ that 

discloses the connection of a receiving plate to any other structure. The passage simply|explains 

j 

the stacking procedure for multiple receiving plates, which is more clearly described wigh 

i 
fc 

reference to FIG. 4 . (See Application as filed, page 8, lines 3-19). f 

: i 
•i 

In summary, one skilled in the art would recognize, based upon the foregoing * 
discussion, that the receiving plates are clearly unconnected and unconnectable to any structure, 
including the transfer plate. Such recognition would follow from, among other things, t|ie 

specification, claims and drawings as filed showing that Applicant discloses a transfer system 

) 

having a transfer member with projections or bosses that engage the top opening of eacli pipette 

f 

tip for maintaining the pipette tip in substantially perpendicular alignment in relation to'rthe 

'G 

transfer member and a receiving plate that only has a plurality of apertures for receiving pipette 
tips. The plate and transfer member are held in alignment by a user's thumb and forefiisger, and 



are in no way connected or connectable. This characterization of Applicants' disclosure is 

r 

consistent with another important objective of Applicants' transfer system, which is a transfer 

'I 

system that is easy and simple to facilitate the transfer of pipette tips from a storage corftainer to 

it 

a holding tray without requiring a latching mechanism. Accordingly, the Applicants respectfully 
disagree with the contention that the addition of the limitation '"unconnected to and | 

X 

} 

unconnectable to any other structure" to claim 10 constitutes new matter. Applicant requests 

reconsideration of the rejection. \ 

\ 

Because the limitation "unconnected to and unconnectable to any other structin^" is 

i 

supported by the original specification, claims and figures, the amended claims adding fhe 

E 
I 

limitation "unconnected to and unconnectable to a transfer member*' (emphasis added) £re 

■i 

i 
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1 

supported as well. Because claim 10 as amended are clearly supported by the specification, the 
rejection under 35 U.S.C. §1 12, paragraph 1 should be withdrawn. | 

3. The previous amendment to independent claim 10 adding a limitation to 

recite that the claimed transfer member is " configured to not be collectable 
to any receiving plate of said stack of receiving plates 7 ' is not new matter. 

Applicant respectfully traverses the 35 U.S.C. §1 12 rejection of claim 10 based an the 

addition of new matter - i.e. the addition by amendment to claim 10 of the limitation a "Iransfer 

,i 

member configured to not be connectable to any receiving plate of said stack of receivin g 

i, 

A 

plates. " (emphasis added to show amended limitation). For similar reasons that the limitation "a 

"t 

stack of receiving plates unconnected to and uncorrectable to any other structure" is not new 

'i 

matter (as described above), the non-connectibility aspect of the transfer member is alscf not new 
matter. : ! 

Because the specification and drawings of the application as filed support the original 

i' 1 

I, 

amendment introducing the limitation "configured to not be connectable to any receiving plate of 

•i 

said stack of receiving plates," Applicant asserts that no new matter was involved, and fee 

ij' 

rejection asserting the addition of new matter by amendment is groundless. > 

In particular, the transfer member is configured to engage the pipette tips nestlec? within 

■( 

the apertures of the receiving plates, but is not configured to connect to the receiving plates 

i; 

themselves. For example, the specification recites in several places that the projections^ bosses 

T 

of the transfer member are positioned to align them with the proximal ends of the pipetf£ tips. 

r 

(See Application as filed, page 7, lines 23-25; page 7 S lines 26-28; page 8, lines 20-21; gage 8, 

i 

lines 25-27; page 8, lines 27-29; page 9, lines 4-6; page 9, lines 10-12). In the description of the 

.i 

method, the transfer member is "urged onto the uppermost receiving plate 20 of stack 6$ by 

* 

aligning projections 34 and engaging the same in the top opening of each pipette tip 24 Contained 
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in the uppermost receiving plate 20." (See Application as filed, page 10, lines 5-9), Si&ce the 

\ 

•fi 

thrust of the invention is the engagement of the transfer member with the pipette tips, $ere is no 
reason to configure the transfer member to connect to the receiving plate. '! 

i 

The not connectable aspect of the transfer member is further evidenced by the \ 

» 

L 

j 1 

specification, claims and figures as originally filed, because none of them show or desi*ribe any 

r 

manner of connecting the transfer member to any of the receiving plates. There is no reason to 

a 

form the connection because the only function of the transfer member is to engage the bipette 

-i 

i 

tips and maintain the pipette tips in a fixed and substantially perpendicular alignment i:u relation 
to the transfer member and the receiving plate. Therefore, the transfer member and th«| receiving 

plate would never be connected . \ 

■i 

The description of the method in the specification and figures as originally filed reaffirms 

'.t\ 

the unnecessary aspect of connecting the transfer member to the receiving plate. (See | 
Application as filed, page 10, lines 5-21). In fact, a connection between the transfer mimber and 
the receiving plate defeats the operability of the method. Therefore, it is desirable for ijbe 
transfer member to be configured to be not connectable to the receiving plate in order Jbr the 
method to work as intended. 

■r 

"i 

In support of the § 1 12, paragraph 1 rejection, the Office Action refers to a portibn of 
Applicants' specification where the transfer member is described as "a flat rectangularjplate 
having dimensions that substantially match those of receiving plate. A plurality of projections or 

bosses are attached to the bottom surface of the rectangular plate to extend away thereijrom a 

i 

distance selected to facilitate connection and stable alignment of the pipette tips . . (f^ee 

I: 

Applicants original application, page 7, lines 1 1-25). The cited passage specifically stajjtes that 

1 

the transfer member is designed to facilitate connection and stable alignment of the pipette tips. 
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There is nothing in the cited passage that discloses connecting the transfer member to t£p 

receiving plate. The passage simply explains the structure of the transfer member for engaging 

f 

the pipette tips. & 

•r 
*r 

1' 

In summary, one skilled in the art would recognize, based upon the foregoing discussion, 

S 

that the transfer member is clearly not connectable to any receiving plate in a stack of receiving 

•t 

plates. Such recognition would follow from, among other things, the specification, claiihs and 

i 

drawings as filed showing that Applicant discloses a transfer system having a transfer Member 

t 

with projections or bosses that engage the top opening of each pipette tip for maintaining the 

pipette tip in substantially perpendicular alignment in relation to the transfer member. Ijhe plate 

■j 

and transfer member are held in alignment by a user's thumb and forefinger, and are in ,ao way 
connectable. Accordingly, the Applicants respectfully disagree with the contention thatlthe 

addition of the limitation "configured to not be connectable to any receiving plate of said stack of 

}' 

receiving plates" to claim 10 constitutes new matter. Applicant requests reconsiderations of the 

i 

rejection. Specifically, Applicant requests that the rejection of claim 1 0 under 3 5 U.S.Ct § 1 1 2, 

\ 

paragraph 1 be withdrawn. ] 

4. Independent claims 16 and 21 contain amendments similar to independent 
claim 10 and are therefore not new matter for the same reasons. » 

■j 

Claim 16 recites the limitations "a receiving card unconnected to and configuredito not be 

attachable to any structure configured for engaging and maintaining said pipette tips in ;| stable 

j 

i 

position relative to said receiving card" and "said transfer member being configured witfi no 

L 

structure for attaching said transfer member to said receiving card." (emphasis added), iblaim 21 
^ j 

recites the limitations "a receiving card consisting of a matrix of card apertures formed ijberein" 

a 

and "said transfer member being without structure for connecting said transfer member (b said 

\ 

receiving card." (emphasis added). For the reasons discussed above with respect to the 1 
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:t 
i- 

| 

comparable limitations recited in claim 10, the amended claim limitations of claims 16 f?nd 21 

"I- 

are clearly supported by the specification and do not comprise new matter. Applicant requests 

\ 

reconsideration of the rejection. Specifically, Applicant requests that the rejection undef 35 



U.S.C. §112, paragraph 1 be withdrawn for claims 16 and 21. 



B. Rejection under 35 U.S.C § 112, second paragraph, is unfounded and should be 
withdrawn r 

j 

Applicant respectfully traverses the Examiner's rejection of claims 10-20 for faisjbre to 
particularly point out and distinctly claim the subject matter which Applicant regards astjhis 
invention - Le, that the recitation in claim 10 that the receiving plates are '"unconnected tp and 
unconnectable to any other structure." Notwithstanding the traverse by Applicant, Applicant has 
amended claim 10 to remove the claim limitation "any other structure" and replaced it v&th the 

i 

limitation "a transfer member." The currently amended phrase "a stack of receiving plafes 

r 

unconnected to and unconnectable to a transfer member" conveys what the Applicant intended 
with the phrase "a stack of receiving plates unconnected to and unconnectable to any otlier 

i 

structure," namely, that the receiving plates are not connected to and cannot be connect^! to any 
other structure, specifically, a transfer member that maintains pipette tips in a substantially 

.: 
j 

vertical orientation with respect to a receiving plate. ,! 

{ 

The second paragraph of 35 U.S.C. §1 12 requires claims to set out and circumscribe a 
particular area with a reasonable degree of precision and particularity. Tn re Johnson . 558 F.2d 
1008, 1015, 194 USPQ 187, 193 (CCPA 1977). In making this determination, the definjteness of 

the language employed in the claims must be analyzed, not in a vacuum, but always in l|ght of 

i 

the teachings of the prior art and of the particular application disclosure as it would be : \ 
interpreted by one possessing the ordinary level of skill in the pertinent art, Id. \ 
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.i, 

J 
j 

The focus of rejecting claims 10-20 is that the reference to '^unconnected to andl 
unconnectable to" is indefinite. In response, Applicant respectfully asserts that the rejection is 

t 

not focusing on the claim language in light of the teachings of the prior art and of the disclosure 

contained in the Applicants' specification- In other words, when the claim language referencing 

1 

"unconnected to and unconnectable to" is viewed in light of Applicants* specification, drawings, 



and claims in light of the prior art (e.g. U.S. Patent No. 5,324,482 to Scaramella et aL), |he 

} 

claims circumscribe the boundaries of the claimed subject matter with the requisite degree of 
precision and particularity. 

As stated previously in this response, the receiving plate must be unconnected tc{ other 

t, 

structure (e.g. the transfer member) for the method of the present invention to operate a}| 
intended. The two elements are necessarily unconnected, because the receiving plate 



transfer member have to be firmly grasped between the thumb and the forefinger to lift ijhe two 

elements up and away from the stack of receiving plates. Moreover, once the user releases 

! 

his/her firm grasp on the receiving plate, the transfer member can be lifted up and awayf!because 

i 

the projections of the transfer member are easily removed from the top openings of the jpipettes 

'} 

in the apertures of the receiving plate. If there was a connection between the receiving ])late and 

.{ 

any other structure, this critical operation would not be possible. } 

\ 

Also stated earlier in this response, the receiving plate is unconnectable to any o|her 
structure, in addition to being unconnected to any other structure. The amended claim i 
specifically recites a stack of receiving plates "consisting of a plurality of apertures foraled 
therein each sized to receive a pipette tip therethrough," The claim element covers receiving 

plates consisting of a plurality of apertures for receiving a plurality of pipette tips, and nj> more 

1 

and no less. However, the receiving plates are not connected to or connectable to the pipette tips. 
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■li 

The pipette tips are merely placed into the apertures and held in position by the size of*the 
opening. (See Application as filed, page 6, lines 20-24). Therefore, the receiving plat Aannot 
and does not have an element that would allow it to be connectable to any other structt^e, 
particularly the transfer member. As a result, it is necessarily uncorrectable to any otffer 
structure. 

i 

L 

In addition, the prior art, and particularly Scaramella, teaches the use of a latchihg 

[ 

mechanism specially designed to releasably secure the holder card to the transfer plate |o prevent 
relative rotation between the card and the plate. Applicant, on the other hand, disclose] a system 
that enables the functions of the latching mechanism, without the need for any structur| to make 
a connection between the transfer plate and holder card, particularly the latching mechjihism 

i» 

element. Applicant has therefore disclosed and claimed a receiving plate that is unconnected to 
and unconnectable to any other structure, including a transfer member, that is an improvement 
over the prior art, including Scaramella. ; 

'a 
•i 

Claim 16 recites the limitation "a receiving card unconnected to and configured^* not be 

>.{ 

attachable to any structure configured for engaging and maintaining said pipette tips ink stable 

r 

position relative to said receiving card." Claim 16 was amended to specify what structilre the 

'I 

receiving card is "unconnected to and configured not to be attachable to. 5 ' For the reasons 

■ 

£ 

discussed above with respect to the comparable limitations recited in claim 10, the amended 
claim limitation of claims 16 clearly particularly points out and distinctly claims the sutjject 
matter which Applicant regards as his invention. j 

r 

$ 

As those skilled in the art will recognize, the dimensional boundaries of the claimed 

.t. 

subject matter of Applicants' transfer system, using a receiving plate that is ' Wonnect^d to and 

'ij 

unconnectable to" any other structure, the mandate of 35 U.S.C. §112, second paragraph is 
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satisfied. Therefore, Applicant respectfully requests that the rejection be withdrawn foL'jjclaims 

¥ 

10-20. ] 
INVENTORSHIP J 

At paragraph 5 of the Office Action, the Examiner again discusses inventorship J 
Applicants are still confused by this discussion and the reference to 37 C.F.R. § 1.56 in&much as 
there is still no evidence, suggestion, discussion or indication in the record that any one !br more 
of the identified inventors did not make the minimum inventive contribution to the disclosed and 

r 

claimed inventions j 

ii 

Applicants are aware of their duty to disclose. Be that as it may, the listed inveriors were 

:V 

at the time of the invention all employees of MEDAX, Inc., the actual owner of the present 

\ 

application. Under 35 U.S.C. § 103 (c ), if there was work of one inventory later advanced or 
undertaken by another inventor separate from the others at MED AX, such work would iiot be 
regarded as prior art. t 

CONCLUSION j 
The rejection of claims 10-21 is deemed avoided. In turn, all claims sho |ld be 

allowable. Early action and allowance is respectfully requested for all pending claims, if there 

( 

are questions, the Examiner can reach applicants' counsel at (801) 521-5800 or by e-majl at 

rossat@HRO.com . i 

•f 

Please charge any fees not accompanying this communication that may 

"I 

required to deposit account 08-2665. [ 



Respectfully submitted, 
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Thomas J. Rossa 

Registration No. 26,799 'j 
Customer Number 340 1 3 \ 
Attorney for Applicants > 
HOLME ROBERTS & OWEN u.f 
299 South Main, Suite 1 800 ; 
Salt Lake City, Utah 841 1 1-5233 f 
Telephone: (801)521-5800 .; 
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